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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

1. Claims 1 -8, 11, 15 and 18 are rejected under 35 U.S.C. 102(a) as being 
anticipated by Shimizu et al. (US 2002/0144852). 

With respect to claims 1,15, Shimizu et al. teach a vibration isolation mounting 
element (Figs.4 - 6, Item 70), the vibration isolation mounting element comprising a first 
mounting member (Figs. 5 and 6, Item 74) configured for mounting to a first structure 
(Fig.4), a second mounting member (Figs. 5 and 6, Item 76) configured for mounting to a 
second structure; and a vibration isolation material (Figs. 5 and 6, Item 84) disposed 
between the first mounting member and the second member to hold the first and 
second mounting members together while isolating the first structure from vibration 
produced by the second structure (Figs. 4 - 6; [0038] - [0044]). 

The Examiner considers that the limitations describing the limitations indicating 
"for a motorized garage door opener system" is intended use, and has given little 
patentable weight to this limitation, since it has been held that a recitation with respect 
to the manner in which a claimed apparatus is intended to be employed does not 
differentiate the claimed apparatus from a prior art apparatus satisfying the claimed 
structural limitations. Ex Parte Masham, 2 USPQ F.2d 1647 (1987). 
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With respect to claims 2 - 8, 1 1 , 15 and 18, Shimizu et al. teach wherein the first 
mounting member includes a substantially planar flat plate (Figs.5 and 6, item 74); 
wherein the substantially planar flat plate includes an interface region in contact with the 
vibration isolation material (Figs.5 and 6, Item 84) and a flange region (Figs.5 and 6, 
Item 78) that extends away from the vibration isolation material; wherein the flange 
region includes an element defining at least one aperture (Figs.5 and 6, Item 78) 
configured to receive a fastener for mounting the vibration isolation mounting element to 
the first structure; wherein the flange region includes an element defining at least two 
apertures (Fig.5, Item 78), each the aperture configured to receive a fastener for 
mounting the vibration isolation mounting element to the first structure; wherein at least 
two of the apertures are aligned in a common horizontal plane when the vibration 
isolation mounting element is mounted to the first structure (Figs.5 and 6); wherein the 
second mounting member includes a substantially planar flat plate (Figs.5 and 6, Item 
76); wherein the second mounting member includes at least one fastening element 
(Figs.5 and 6, Item 80) attached to the substantially planar flat plate, wherein the 
fastening element is configured for mounting to a member mounted to the second 
structure (Fig.4); and wherein the fastening element is a threaded bolt shaft configured 
to receive a nut to fix the vibration isolation mounting element to the member mounted 
to the second structure (Figs.4 - 6; [0038] - [0044]). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 9, 10, 12-14, 16, 17 and 19 - 55 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Shimizu et al. (US 2002/0144852) in view of Lhotak et al. (US 
5,761,850). 

With respect to claims 9, 10, 12, 13, 16, 17, 19 and 20, Shimizu et al. teach the 
limitations discussed in a previous rejection, but fail to disclose wherein the second 
mounting member includes at least two fastening elements attached to the substantially 
planar flat plate, wherein each of the fastening elements is configured for mounting to a 
member mounted to the second structure, and being aligned in a common horizontal 
plane when the vibration isolation mounting element is mounted to the first structure. 

The Examiner considers that it would have been an obvious matter of design 
choice to employ a plurality of fastening elements because it would provide with a better 
load distribution characteristic and a more secure attachment between the structures; 
furthermore, it has been held that mere duplication of the essential working parts of a 
device involves only routine skill in the art. St. Regis Paper Co. v. Bemis Co., 193 
USPQ 8. 

With respect to claims 14 and 21, Shimizu et al. teach the limitations discussed in 
a previous rejection, but fail to disclose wherein the first and second mounting members 
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are formed of metal. Nevertheless, the Examiner considers that it would have been an 
obvious matter of design choice to employ metal plates as the first and second 
mounting members because it is a strong material that would sustained high loads and 
temperature; in addition, it has been held to be within the general skill of a worker in the 
art to select a known material on the basis of its suitability for the intended use as a 
matter of obvious design choice. In re Leshin, 125 USPQ 416. 

With respect to claims 22 and 42, Shimizu et al. teach the limitations discussed in 
a previous rejection, but fail to disclose wherein the vibration isolation mounting element 
is mounted to a motor mounting structure mounted to a motor of a garage door opener 
system. 

On the other hand, Lhotak et al. teach a motor mounting structure (Fig.4, Item 
14) mounted to a motor (Fig.4, Item 20) of a garage door opener system (Fig.4, Item 
10). 

It would have been obvious to a person with ordinary skill in the art at the time of 
the invention was made to employ the Shimizu et al. vibration isolation mounting 
element to fix the Lhotak et al. motor mounting structure to the ceiling because the 
vibration isolation mounting element would isolate vibrations that could produce 
undesired noise, and vibrations that could damage the ceiling. 

With respect to claims 23 - 29 and 43 - 47, Shimizu et al. teach the limitations 
described in the claims, as discussed above with respect to claims 2-8, respectively. 

With respect to claims 30 - 35 and 48, the claims stand rejected under the same 
basis as of claims 9-14, respectively, as discussed above. 
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With respect to claims 36 - 40 and 49 - 53, Lhotak et al. teach wherein the motor 
mounting structure (Fig.4, Item 14) includes a substantially planar motor mounting plate 
(Fig.4), wherein the motor (Fig.4, Item 20) is configured for mounting to an underside of 
the motor mounting plate (Fig.4); and wherein the motor mounting structure includes at 
least two mounting flanges (Fig.4), and wherein the second mounting member of each 
of two vibration mounting elements is configured for mounting to one of the mounting 
flanges, and wherein the two mounting flanges are disposed on opposite sides of a 
motor mounting plate (Fig.4, Item 14), and wherein the motor (Fig.4, Item 20) is 
configured for mounting to an underside of the motor mounting plate (Fig.4). 

With respect to claims 41 and 54, the obvious combination of Shimizu et al. in 
view of Lhotak et al. teach the limitations described in the claim, as discussed above. 

With respect to claim 55, the obvious combination of Shimizu et al. in view of 
Lhotak et al. teach the limitations described in the claim, as discussed above with 
respect to claims 22, 25 and 29. 

Conclusion 

3. The attached hereto PTO Form 892 lists prior art made of record that the 
Examiner considered it pertinent to applicant's disclosure. 
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Contact Information 



4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Edgardo San Martin whose telephone number is (571 ) 
272-2074. The examiner can normally be reached on 8:00AM - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Martin can be reached on (571) 272-2107. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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